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Transformativeness and the Derivative Work Right

R. Anthony Reese

INTRODUCTION

In this Essay, | want to explore in more depth firecise nature of the
relationship between a copyright owner’'s exclusight to prepare derivative
works based on her copyrighted work and the inquity transformativeness that
informs the determination of whether an unconsentelof a copyrighted work is
a fair use and therefore noninfringing. | hopettbatter understanding this
relationship might help clarify the nature of tansformativeness inquiry in fair
use analysis, as well as how that inquiry doesoesdot affect the derivative work
right. | conduct this exploration by studying afl the relevant appellate court
opinions to see whether courts treat the fair use derivative work issues as
related, and if so how. | conclude that appellederrts do not view fair use
transformativeness as connected with any transfismanvolved in preparing a
derivative work, and that in evaluating transforivetess the courts focus more on
the purpose of a defendant’s use than on any #tierthe defendant has made to
the content of the plaintiff's work.

. THE POTENTIAL OVERLAP BETWEEN TRANSFORMATIVENES S
AND THE DERIVATIVE W ORK RIGHT

A. TRANSFORMATION IN FAIR USE AND THE DERIVATIVE WORK DEFINITION

Copyright law grants copyright owners certain egslta rights in their works,
including the right to prepare “derivative worksaded on their works. Those
rights, however, are expressly limited by the fae doctrine: any use of a work
that qualifies as a fair use does not infringe loa work’s copyright. Section 107
of the Copyright Act instructs courts that in detaring whether a particular use is
fair, they should consider four non-exclusive fasto In Campbell v. Acuff-Rose
Music, Inc, the Supreme Court, in analyzing the statute& famir use factor (“the
purpose and character of the use”), said that:

The central purpose of this investigation is to, seeJustice Story's words, whether

*  Arnold, White & Durkee Centennial Professorh8ol of Law, The University of Texas at
Austin; Visiting Professor, NYU School of Law, Spgi 2008. Thanks to Christopher Leslie, Diane
Zimmerman, and the symposium patrticipants for helpdnversations and comments on this paper, and
to Barton Beebe for sharing his data on circuitrtair use opinions.
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the new work merely “supersede[s] the objects”tteé original creation, or instead
adds something new, with a further purpose or wiffe character, altering the first
with new expression, meaning, or message; it dsksther words, whether and to
what extent the new work is “transformativie.”

The “transformative” nature of the defendant’s bae thus become a major part
of fair use analysis, given the Court’s view thransformative uses “lie at the heart
of the fair use doctrine’'s guarantee of breathipgce within the confines of
copyright, and the more transformative the new wdhe less will be the
significance of other factors, like commercialisimt may weigh against a finding
of fair use.?

The rise of transformativeness as an explicit, mmgortant, aspect of fair use
analysis obviously has potential implications foe tcopyright owner’s exclusive
right, granted in section 106(2) of the CopyrighdtAto prepare derivative works
based on her copyrighted work, since derivative kwaseem, by definition, to
involve some transformation of the underlying workhe current statute defines a
“derivative work” as “a work based upon one or mpreexisting works, such as a
translation, musical arrangement, dramatizatioaticinalization, motion picture
version, sound recording, art reproduction, abridgincondensation, or any other
form in which a work may be recast, transformedadapted® The illustrative
examples are for the most part works that invol@ne change in, or
transformation of, the preexisting work (though thegree of change may vary
among the listed categories of works, as well agranthe actual works within any
listed category). And the final residual clausetid definition emphasizes the
connection between transformation and the creatiaterivative works: “anypther
form in which a work may be recastansformed or adapted.”

Commentators have worried that the emphasis ampbell placed on
transformativeness in fair use analysis will affébe scope of the copyright
owner’s derivative work right to control forms irhigh her work is transformet.
Since most derivative works within the scope of tl@yright owner’s derivative
work right generally involve transformation of thederlying work, if that act of
transformation itself weighs in favor of fair useen most derivative works will
have a stronger case for fair UseAs a result, weighing transformation of a
copyrighted work in favor of fair use could potetif mean that many ordinary
derivative works, which would generally be withiretcopyright owner’s exclusive

1. Campbell v. Acuff-Rose Music, Inc., 510 U.S95679 (1994) (internal citations omitted).

2. 1d. at 579 (internal citation omitted).

3. 17 U.S.C. § 101 (2000) (defining “derivativenkt).

4. Seee.g, Ruth Okediji,Givers, Takers, and Other Kinds of Users: A FaieWoctrine for
Cyberspace53 RA. L. ReEv. 107, 126-27 (2001); Jeremy Kuddfgrm Over Function: Expanding the
Transformative Use Test for Fair Us80 B.U.L. Rev. 579, 592-93 (2000); Jane C. Ginsburg,
Copyright and Intermediate Users’ Righ®3 GLUM.-VLA J.L. & ARTS 67, 69-71 (1999); Laura G.
Lape, Transforming Fair Use: The Productive Use FactorHair Use Doctring 58 ALB. L. REV. 677,
720-21 (1995).

5. Consideration of whether it would be desirdblefair use to be more available in situations
in which the defendant has prepared a derivativéeobeyond the scope of this Essay.
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right, will instead be judged as noninfringing faise€ As Professor Paul
Goldstein’s treatise notes, “On principle, the rideighing transformativeness in
favor of fair use] threatens to undermine the begathat Congress struck in section
106(2)’s derivative rights provision to give comgiit owners exclusive control over
transformative works to the extent these works drcopyrightable expression
from the copyrighted work””

At least one recent district court decision highigythe potential interaction
between fair use transformativeness and the scbiiee @erivative work right and
seems to bear out commentators’ feaflean Flicks v. Soderbergimvolved a
claim of infringement by motion picture copyrightvoers against businesses that
produced and rented DVD copies of popular movieg ttad been “altered by
deleting ‘sex, nudity, profanity and gory violerit&. The court explained how the
principal defendant produced its versions: “Thetieditechniques used include
redaction of audio content, replacing the redactidth ambient noise, ‘blending’
of audio and visual content to provide transitiéredited scenes, cropping, fogging
or the use of a black bar to obscure visual corifent

The copyright owners’ claims against the defendantduded claims of
unauthorized preparation of derivative works—“ttitexd versions of their films,”
while the defendants argued that they had not mediderivative work&® At the
same time, the defendants asserted that theiritagiwere fair use—and argued
that the transformativeness of their use shouldglvén favor of their fair use
claim, while the plaintiffs argued that the defemida edited versions were not
transformative for purposes of the first fair uaetbr!!

The district court, facing what it saw as the biigs’ “inconsistent positions,”
viewed the question of transformativeness as theesa the derivative work and
fair use contexts. In analyzing the first fair diaetor, the court concluded “[t]here
is nothing transformative about the edited copidstause the defendants “add
nothing new” to the movies and instead merely “delscenes and dialogu®.”
The court then held that&causethe infringing copies of these movies are not
used in a transformative manner, they are not devie works and do not violate
§ 106(2).%® Regardless of whether the court was correctttimtdefendant’s use

6. How much of a concern this should be depengmihon how much emphasis courts put on
transformativeness in reaching the ultimate comatusn fair use. For many ordinary derivative works
(that is, works with no particular critical or corantary element in their transformation), courts hrhig
well find that the unauthorized production of swetrks has a sufficiently negative effect on thelwel
established markets for producing such derivativerke/ (such as cover recordings of musical
compositions, films based on novels, stage musidsd on films, etc.) that the overall weighinghef
statutory factors results in denying the fair useint even if the defendant has made a highly
transformative derivative work.

7. PruL GOLDSTEIN, 2 GOLDSTEIN ONCOPYRIGHT 12.49 (3d ed. 2005 & 2007 Supp.).

8. Clean Flicks of Colorado, LLC v. Soderbergh3 43 Supp. 2d 1236, 1238 (D. Colo. 2006).

9. Id.

10. Id.at 1240-41.

11 Id.at1241.

12. Id. Itis not clear that one cannot “add” some “neguression, meaning or message” within
theCampbellCourt’s view of transformativeness by creati@etionof portions of a copyrighted work.

13 Id.at 1242 (emphasis added).
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was not transformative for fair use analysis ortthadid not constitute the
preparation of a derivative work, its view thacausea use is not transformative
under the first fair use factor ithereforeis not a use that produced a derivative
work seems clearly incorrect.

A “sanitized” version of a film certainly might nbe transformative for fair use
purposes, or might be only very weakly so, becduseping certain words in the
film’s dialogue or using a black bar or blurring abscure some nudity in certain
frames might, in some cases, not really add anymewose, character, expression,
meaning or message to the film, or might only duel message (perhaps already
obvious from the unaltered film) that the movie @ins some content that some
people find objectionabl¥. At the same time, it seems possible that theeddit
version, even if not transformative for fair usealgsis, might well constitute a
derivative work, particularly if the amount of atiéion of objectionable dialogue,
or of images of violence or nudity, is significant. After all, the definition of
derivative work specifically includes the categerieof abridgement and
condensation, demonstrating that removing portioina work (possibly with the
addition of only minimal material to tie the remiaig portions together) can indeed
be a sufficient recasting, transforming, or adaptio result in the creation of a
derivative work.

The conclusion that, because the defendant’s gditfrthe plaintiff's films was
not transformative for fair use analysis, the atliteersions were therefore not
derivative works, thus seems to diminish the scop#he derivative work right.
Presumably, under th€lean Flicks view, determining whether someone has
prepared a derivative work might now involve nddtjdeciding whether the work
that she has prepared meets the statutory definitica derivative work, but also
deciding whether her use of the underlying worktriansformative” in the fair use
sense. Under this view, someone who, for exangpnares a sanitized version of
a public domain film would apparently not be estitlto a copyright in that new
version, regardless of the originality of her cdmitions to it, because such a
version does not constitute a derivative work, beeait is not transformative as
that term is used in fair use analysis. This seeomsrary to the general view of
what constitutes a derivative work.

B. CIRcUIT COURT TREATMENT OF TRANSFORMATIVENESS AND DERIVATIVE
WORKS

In order to explore whether ti&dean Flicksapproach is aberrational or reflects
a more generalized view, it is useful to survey lhger landscape of fair use

14. In addition, as discussed in Partirifra, to the extent that the transformativeness of the
defendant’'s purpose is relevant, a court might el that the sanitized versions did not have a
transformative purpose but instead were designecrtiertain the viewer (albeit without some
potentially offensive content) in the same way e @riginal movie and by conveying essentially the
same expression.

15. Cf Maljack Productions, Inc. v. UAV Corp., 964 F.fpu 1416, 1426-28 (C.D.Cal 1997)
(finding pan-and-scan version of film a copyrighéaterivative work)aff'd on other grounds sub nom.
Batjac Productions, Inc. v. Goodtimes Home Videgf) E.3d 1223 (9th Cir. 1998).



REESEFINAL V4 5/28/20088:00:39PM

2008] TRANSFORMATIVENESS AND THEDERIVATIVE WORK RIGHT 105

decisions. This Essay reviews all of the publishieduit court opinions applying
the statutory fair use analysis between the Supt@met’'s decision irCampbell
and the end of 2007, and considers how those omEniealt with the relationship
between transformativeness in fair use analysis thrdscope of the derivative
work right. | identified 37 cases in this peridayolving 41 published opinions, in
which circuit courts reviewed substantive fair uslaims and offered some
discussion of the first statutory factor, or theiaative work right, or both® This
review indicates that, to date, at least appeltaterts have not applied fair use
transformativeness in ways that significantly iropte the scope of the copyright
owner’s derivative work right.

1. Express Discussion of the Fair Use-Derivative @k Relationship

Only one appellate decision sind@ampbell has expressly addressed the
relationship between derivative works as works thave “transformed” the
expression in an underlying work and the “transfatireness” relevant to fair use
analysist’” In Castle Rock Entertainment v. Carol Publishing Groupe
defendants had producd@the Seinfeld Aptitude Test book of 643 trivia questions
testing the reader’s knowledge of the charactetlseaents in the plaintiff's popular
television sitcom?® An extended trivia test based upon a televisioomswould
seem to constitute a derivative work based on liegvsand in concluding that the
trivia questions infringed the show’s copyrighte tbourt implied, fairly strongly,
that Carol Publishing had violated the plaintifigection 106(2) right® In
reviewing the defendants’ fair use claim, the caurtdiscussion of
transformativeness focused almost entirely onigsvithat the defendants had not
used the plaintiff's work for a transformativpurpose (such as criticism,
commentary, parody, scholarship, teaching, or rebgabut had instead used it
merely for the same entertainment purpose for wthietoriginal TV episodes were
intended®® The court concluded that the defendants’ book tteahsformed
Seinfelds expression into trivia quiz book form with Il if any, transformative

16. | began with the list of circuit court casée@Campbelland through 2005 that Barton Beebe
identified in his excellent recent empirical sunasymaking substantial use of the Section 107 ifacto
SeeBarton BeebeAn Empirical Study of U.S. Copyright Fair Use Opims, 1978-2005156 U.PENN.

L. Rev. 549, 623 (2008). | then used Westlaw to updaielist, using the same methodology described
by Beebe, through to the end of 2007. | eliminatay opinions that did not analyze a substantiire fa
use claim, as well as any published opinions thetewsuperseded by later published opinions in the
same case. | also eliminated one opinion thatudsed the first factor, but only considered the
commercial nature of the work, and left the questibtransformativeness unaddressed.

17. One other opinion considered the relationdfween derivative works and fair use more
generally. SeeTy, Inc. v. Publ'ns Intl Ltd., 292 F.3d 512 (7t@ir. 2002), discussethfra text
accompanying notes 39-44.

18. Castle Rock Ent'mt, Inc. v. Carol Publ'g Groure., 150 F.3d 132 (2d Cir. 1998).

19. Id. at 139 (finding support in Horgan v. Macmilliangl, 789 F.2d 157 (2d Cir. 1986), a case
involving derivative work claims)d. at 140 (noting that “total concept and feel” testinfringement is
unhelpful, and that “many ‘derivative’ works of féifent genres, in which copyright owners have
exclusive rightssee17 U.S.C. § 106, may have a different total coh@eql feel from the original
work”).

20. Id.at 142-43.
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purpose” and weighed this factor against a findihéair use?*

The court articulated a number of at least minignateative expressive
elements that the defendants had contributed fo tifida quiz book, reinforcing
the view that that the defendants may have prodaceerivative work? But the
court also immediately sought to clear up “a pa&rgource of confusion in our
copyright jurisprudence over the use of the teman'$formative,” arising from the
fact that the definition of “derivative work” encgassed works that “transformed”
some underlying work® “Although derivative works that are subject toe th
author’s copyright transform an original work indonew mode of presentation,
such works—unlike works of fair use—take expresdimnpurposes that are not
‘transformative.”®* The court thus appeared to expressly reject w theat any
transformation involved in the preparation of aidive work would necessarily
count toward making that preparation a “transfoivegtuse for purposes of fair
use analysis. The court clearly viewed fair-usmdformativeness as distinct from
the transformation that produces a derivative warld saw the former as focused
on thepurposeof the use.

2. Defendants’ Uses that Involve a Derivative Work
a. Expressly Acknowledged Preparation of a DenratWork

At least five cases are notable for thek of any discussion of the relationship
between what constitutes a derivative work and webastitutes transformativeness
for fair use, despite the fact that the courtshiose cases expressly found that a
defendant had prepared (or could be found to haepaped) a derivative work
based on the plaintiff's copyrighted work. In eamdse, the court apparently did
not view the transformation wrought by the defertdancreating the derivative
work as even relevant to the analysis of whether tlefendant's use was
transformative for purposes of the first fair usetbr, and certainly did not view
the preparation of the derivative work as itselfistituting transformativeness that
weighed in favor of fair use.

In Dr. Seuss Enterprises, L.P. v. Penguin Boths defendants, in a book called
The Cat NOT in the Hatold the story of the O.J. Simpson murder tniaitie style
of the Dr. Seuss children’s classibe Cat in the Hat® Seuss claimed that the
defendants had infringed his derivative work rigirtd the work certainly seems to
be a classic example of a derivative wétk. The defendants took the main

21 Id.at143.

22. The court recognized that creative expressas required to turn a “fact” depicted in the TV
show into question-and-answer form, to create im@bdrmultiple-choice answers, and to arrange the
guestions into increasing levels of difficultyd. The court might also have pointed to the selactio
involved in deciding which of the many occurrenceshe 84 episodes from which the book drew
should be the basis for the questions.

23 Id.

24. 1d.

25. Dr. Seuss Enters., L.P. v. Penguin Books US@&, 109 F.3d 1394 (9th Cir. 1997).

26. Id.at1397.
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character from the copyrighted work and placed tharacter in a new setting in
order to tell a new story in a similar visual aitdriry style. The defendants’ book
was clearly based upon the Seuss work, and appedr@ve recast, transformed,
and adapted expression from it. The Ninth Cirayiheld the district court’s
decision that the plaintiff was likely to prevaih ats prima facie infringement
claim. As to the issue of whether the use wassfoamative for fair use analysis,
the Ninth Circuit posed the question by refererc€ampbells discussion of that
factor but limited its analysis entirely to whethtbe work was a parody of the
Seuss work or was instead a satire. Deciding thatdefendants aimed any
commentary and criticism in their work not at DeuSs or his works, and that
therefore the defendants had produced a satire remida parody, the court
concluded that there was “no effort to create asfi@mative work with ‘new
expression, meaning, or messagé.”In the Ninth Circuit's view, the defendant
apparently had produced a derivative work, but edat transformation of content
the defendant had engaged in was apparently natl aelevant to whether the
defendant’s use was “transformative” for purposeshe fair use analysis. As a
result, the court found that the first factor wetdhagainst the fair use claim. The
defendant had clearly altered the content of thgiral work and offered a
different message, but the court concluded thatsethehanges were not
“transformative” because they did not produce aggar

In Micro Star v. FormGen Inc.the Ninth Circuit concluded that the
counterclaim plaintiff, the owner of the copyrightthe videogame Duke Nukem

27. Id.at 1401. That conclusion seems to be far moreewnsical than the average Dr. Seuss
work, given that the court had just spent a pagdaging how the defendants “broadly mimic Dr.
Seuss’ characteristic style” in order to “retelt tBimpson tale” rather than “the substance andeoowof
The Cat in the Hat Id. Whatever the relative impact that parodic and@isgiurpose have on fair use,
The Cat NOT in the Haturely, in comparison to the Dr. Seuss originatlds something new, with a
further purpose or different character, altering fiist with new expression, meaning, or message,”
Campbell 510 U.S. at 579, and is therefore transformativeome degree under any fair reading of the
CampbellCourt’'s meaning of that term. Presumably theis, was in reality a case where the defendant
had prepared a derivative work and had used iaftnansformative purpose, so that the court should
have found transformativeness. Perhaps the tranafiveness of the satire would have weighed less
heavily in favor of fair use than if the work hadelm a parody, and the ultimate conclusion baseallon
the factors might still have been that the use wrfair, but the court’s transformativeness analysis
seems to be a substantial misreadingCafmpbell The decision simply gives transformativeness too
crabbed a reading.

| think that Diane Zimmerman'’s explanation for thise (and others like it) makes senSeeDiane
Leenheer ZimmermanThe More Things Change, The Less They Seem “Tramsfly; Some
Reflections on Fair Uset6 J.COPYRIGHTSOC'Y U.S.A. 251 (1998). She argued in 1998 that juddes
the time felt obliged to analyze a work's transfativeness, and that a finding that a use was
transformative was difficult, in the wake 6ampbell to reconcile with an ultimate finding that thesus
was not fair, so courts “engaged in so much twistamd turning to avoid the seemingly obvious
conclusion that, whatever else might have beerbtimy in the defendants’ cases, the uses in questio
were at least ‘transformative’ [and] clearly dicbpide the public with a new or substantially rewemtk
product.” Id. at 259-60. See alsdMatthew D. BunkerEroding Fair Use: The “Transformative” Use
Doctrine AfterCampbell, 7 ©mM. L. & PoL’y 1, 15 (2002) (“Because poSampbellcourts sometimes
seem to assume that a finding of transformativeisetfee golden ring that leads to success on aifar
claim, these courts often go to great lengths toydbe at least arguable transformativeness of svork
before them.”).
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3D, was likely to prevail on the merits of its chaithat defendant Micro Star's
distribution of additional levels for use with theideogame infringed on
FormGen’s exclusive right to prepare derivative ksobased on its gam®. The
court ruled that the additional game levels tolitist that were sequels to the story
FormGen told in the basic game, and that thisrigkdl the derivative work right.

In reviewing Micro Star's fair use claim, howevethe court discussed
transformativeness only in a single footnote, irichtit concluded, with no further
analysis, that the additional game levels “can lydyd described as transformative;
anything but.3° Although the court had engaged in extensive disiom of
whether the works distributed by Micro Star comsét! unauthorized derivative
works, in discussing the transformativeness of Mi&tar's use, it never even
adverted to the transformation of the underlyingkvimvolved in preparing the
derivatives.

In Greenberg v. National Geographic Sqcthie defendants used one plaintiff's
copyrighted photograph of a diver, which had praslg appeared on the cover of
defendant’dNational Geographienagazine, in a computer animation that appeared
on a CD-ROM collectionThe Complete National Geographifc The animation
was a 25-second sequence in which 10 magazine caypgeared, one at a time,
and then morphed into the next cover in the seq@ndhe court ruled that the
animated sequence constituted a derivative workedasn the plaintiff's
copyrighted photograpti. In the very next paragraph, the court considehed
defendant’s fair use claim:

The use of the diver photograph far transcende@r meprinting or borrowing of the

work. As explained above, it became an integral @fea larger, new collective work.

The use to which the diver photograph was put ueerly a transformative use. The
[animated s]equence reflects the transformatiothefphotograph as it is faded into
and out of the preceding and following photograghfter having turned the

horizontal diver onto a vertical axis). The [s]eque also integrates the visual
presentation with an audio presentation consisthgopyrightable music. The

resultant moving and morphing visual creation tcansls a use that is fair within the
context of § 1077

The court’s discussion gives no indication that fibet that the defendant had
prepared a derivative work meant that the issueaofsformativeness in factor one
should weigh in favor of fair use. While the couecounted alterations the
defendant had made, it did not view those altematias having produced
“transformativeness” that would favor a finding ththe defendant’s derivative
work was a fair use. In fact, the court seemsaweehconcluded, to the contrary,
that the transformation made by the defendant weeyond the level of

28. Micro Star v. FormGen Inc., 154 F.3d 1107 (Oth 1998).

29. Id.at1112.

30. Id.at1113n.6.

31. Greenberg v. Nat'l Geographic Soc'y, 244 L2687 (11th Cir. 2001).
32, Id.at1269.

33, Id.at1274.

34. Id.at 1274-75.
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transformativeness allowed under fair use, and seém have weighed the
defendants’ transformation against, rather thafavor of, fair use.

Finally, in Mulcahy v. Cheetah Learning LL.@e court considered fair use in
the context of thelaintiff's work3® The plaintiff had created a test preparation
manual that incorporated material from a handbaodbliphed by the organization
that administered the test in question. When tlaentiff sued a competitor for
allegedly copying portions of the plaintiff's mamua producing the competitor’s
own test preparation course materials, the coursidered whether the plaintiff's
manual was itself an unauthorized derivative worésdal on the testing
organization’s handbook, such that the copyrigtthaplaintiff's manual would be
invalid3® In a two-page discussion of the question, thertceancluded that
genuine issues of fact existed, precluding a detextion as a matter of law that the
plaintiff had not infringed on the testing orgariaa’s derivative work right’
The court then turned to the plaintiff's claim thewen if her manual was an
unauthorized derivative work based on the testirgamization’s handbook, it did
not use any copyrighted material unlawfully (andsthhe copyright in the manual
was not invalid) because any copying from the haon#ltwas fair use. Despite the
fact that the court had to evaluate the fair usérclonly because of the possibility
that the plaintiff had created an otherwise infirgg derivative work, the court
never mentioned the issue of whether, and to whkigng the plaintiff's use was
transformative, let alone consider whether anydfi@mation by the plaintiff in
producing her derivative work was relevant (anddf how) to the evaluation of
transformativenes¥. This hardly suggests a view in which any prepanabf a
derivative work automatically counts as transfoimeatunder factor one, and
weighs in favor of fair use.

In one additional case involving a defendant whainckd fair use in the
production of a derivative work, the court consetethe fair use claim without any
discussion of the first statutory factor or thensfarmativeness of the use. Tw,
Inc. v. Publications International Ltdthe court reviewed whether the copyright
owner of Beanie Babies stuffed animals (copyriglgtads sculptural works) was
entitted to summary judgment on its infringemenaim against a defendant
publisher that had produced a series of books itt@ditided photographs of the
copyrighted toys® The defendant “concede[d] that photographs ofhReBabies
are derivative works” within the scope of Ty’'s sent106(2) right, but asserted

35. Mulcahy v. Cheetah Learning LLC, 386 F.3d &3t& Cir. 2004).

36. Seel7 U.S.C. §103(a) (2000) (“[P]rotection for a wamploying preexisting material in
which copyright subsists does not extend to any gfathe work in which such material has been used
unlawfully.”). Although the court discusses theuissin terms of whether the plaintiff's “copyright”
would be invalid, in fact, protection would stilktend to all parts of the work that were original t
plaintiff and that did not unlawfully use the uniyerg copyrighted material.

37.  Mulcahy 386 F.3d at 852-54.

38. Seeid. at 854-55. The court's discussion centered entioglythe fourth factor, which it
described as “undoubtedly the single most imporgdernent” (quoting Harper & Row, Publishers, Inc.
v. Nation Enters., 471 U.S. 539, 566 (1985)), andctuded that genuine factual issues precluded a
decision as a matter of law that Mulcahy’s use faas

39. 292 F.3d 512 (7th Cir. 2002).
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that its use of the photos qualified as fair tfse.

In analyzing the fair use claim, the court did rtake into account any
transformation involved in producing the derivatiMeotographs. This is perhaps
not surprising, since the court expressly choseimatnalyze the fair use claim by
discussion of the statutory factors. Indeed, thieion characterized the first factor
as “empty” (except for a preference for noncomnagreducational use) and made
no reference to th€ampbellCourt’s emphasis on transformativeness. The court
did, at one point, glancingly characterize “tramsfative” use as discussed in
Campbellas equivalent to complementary, as opposed tdisutimal, copying
In the court’s view, “copying that is complementémythe copyrighted work (in the
sense that nails are complements of hammers) risua, but copying that is a
substitute for the copyrighted work (in the sertsat hails are substitutes for pegs
or screws)pr for derivative works from the copyrighted wpik not fair use*2 In
conceptualizing “transformative” copying as “complentary” copying, then, the
court took into account the fact that the copyrighiner has the exclusive right to
prepare derivative works based on the copyrightetkywand extended the concept
of “substitutional” copying to derivatives as wel to originals. Thus, while the
court stated that photographs of Beanie Babies wetesubstitutes for the toys,
they are derivative works “for which there may beeparate demand” that the
copyright owner can exploff Thus, the court did not seem to treat the meee fa
that the defendant had to some degree transforheedapyrighted works (at least
by taking two-dimensional photos of three-dimenalarbjects) as at all relevant to
determining whether the photos were fair tfse.

In sum, in cases in which the court found that #deged infringer had
violated—or could be found to have violated—theidsdive work right, courts
showed no inclination to treat the transformatiovolved in the preparation of the
derivative work as “transformativeness” in analggthe first fair use factd® This
suggests that, at least to date, circuit courte et usedCampbells view that
transformative uses are more entitled to fair usecdntract the scope of the
copyright owner's derivative work right by viewinglerivative works as
necessarily, or even generally, transformative .uses

40. Id. at515.

41. Seeidat518.

42. 1d.at 517 (emphasis added) (citation omitted).

43. Id.at519.

44. Instead of focusing on the transformatioeaitentby the defendant in producing the photos,
the court focused on how the defendasédthe resulting photos. In essence, the court stegebkat
what the defendant did with the photographs wouwtbidnine whether fair use would excuse what it
viewed as the otherwise infringing preparationtaf terivative works. If one of the defendant’s ook
was merely “a collection of photographs of BeanabiBs,” the court suggested, that book would not
qualify as fair useld. at 519. On the other hand, if a book were a callstguide to Beanie Babies—
which the court viewed as not coming within the yraght owner’s exclusive section 106(2) right—then
the use of the derivative photos might be faiit, i necessary to produce a marketable collectprile.
See idat 520-21.

45. Indeed, the courts that articulated a conatusis to the weight of the first factor in these
cases found that it weighed against, rather tharfd use.
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b. Apparent Preparation of a Derivative Work

In two cases, defendants used copyrighted workgaducing new works of a
type expressly listed in the statute as derivatioeks, although the courts never
expressly identified the defendants’ uses as vailatof Section 106(2). INihon
Keizai Shimbun, Inc. v. Comline Business D@ defendant produced English-
language “abstracts” of the plaintiff's Japaneseglaage news storié8. The court
characterized most of the abstracts as “directpifword-for-word, translations of
the Nikkei articles, edited only for clarity®” The statutory list of examples of
derivative works begins with “translation,” so thiefendant’s abstracts would
certainly seem to qualify as derivative works. f&nly, in Zomba Enterprises,
Inc. v. Panorama Records, Inadhe defendant produced its own recordings of
musicians performing the plaintiff's copyrighted smal works (to which
recordings the defendant also added the text ofpthimtiff's lyrics, in order to
make the recordings usable for karaoke), and “sowtdrding” is one of the
categories listed in the statutory definition ofidative works

In each of these cases, however, even though fleadtnt’'s use fell squarely
within a derivative work category, the court didtriimd that the transformation
involved in preparing the derivative work cons#dttransformativeness for fair
use analysis. IMNihon the court said that the abstracts “are ‘not ia thast
“transformative™” and that the “direct translation.. added almost nothing
new.”® And in Zomba the court noted that the defendant’s musiciand fubt
change the words or music” and that “a facsimileording of a copyrighted
composition adds nothing new to the original andoadingly has virtually no
transformative value®® Once again then, these cases indicate that cdartsot
interpret “transformativeness” in the fair use gee as encompassing any and all
transformation involved in the preparation of aihive work. One can produce a
translation or a sound recording—paradigmatic exampf derivative works—and
still be found not to have made any “transformativee that would weigh in favor
of fair use.

Two other cases involve defendants who fairly dleareated derivative works,
although the courts never expressly acknowledgatftttt and their uses did not
fall into one of the categories named in the dgéni of derivative works. In

46. 166 F.3d 65 (2d Cir. 1999).

47. Id.at71.

48. 491 F.3d 574 (6th Cir. 2007).

49. 166 F.3d at 72 (quoting the district courtnagm). The court concluded that the first factor
weighed “strongly” against fair use.

50. 491 F.3d at 582 (internal quotations omittdd)e court found that the first factor weighed
against finding fair use. To the extent that therte view is premised on no change in words orimus
its conclusion that a sound recording adds notlieg to the underlying musical work seems to
undervalue the contributions of the recording’s iciags and vocalists, as anyone who has ever égten
to two different but faithful interpretations ofelsame musical work by different recording artésta
attest. To the extent that the court meant “a faisirecording” to indicate that the defendant’s
recorded version of the plaintiff's musical worksvatended to sound, and succeeded in soundirtg, jus
like someone else’s prior recorded version of thatk, the court's view that the recording added
nothing new seems somewhat more defensible.
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Suntrust Bank v. Houghton Mifflin Gdhe defendant’'s work was Alice Randall's
The Wind Done GonfTWDGQ.5' Her novel was “a critique ofdone With The
Wind'g depiction of slavery and the Civil-War era AmenicSouth” that borrowed
characters, scenes, dialog, and other elements Kfangaret Mitchell’'s novel in
order to, in part, retell the story from a critiz@intage point?> Although the court,
in determining that the plaintiffs were likely taceed in establishing prima
facie infringement of the copyright iGone With The WinGWTW), never stated
whether the defendant violated the derivative wagkt (as opposed to only the
reproduction right), Randall's novel seems highkelly to qualify as a derivative
work, just as other sequels to existing novels titute derivative works, given that
she used Mitchell’s characters and settings toatétiew story.®® In considering
the defendant’s fair use claim, the court neveresgly discussedihe Wind Done
Gonés status as a derivative work, but it offered floowing evaluation of
transformativeness:

The issue of transformation is a double-edged sivothis case. On the one hand, the
story of [TWDGs main character] Cynara and her perception ofetrents inTWDG
certainly adds new “expression, meaning, [and] agssto GWTW From another
perspective, howevel,WDGs success as a pure work of fiction depends hgawil
copyrighted elements appropriated fr@WTWto carry its own plot forward’

The court’'s language suggests that it did not reecég view the mere
transformation of expression from the copyrightedrkv as qualifying the
defendant’s use as transformative. Indeed, whike ¢ourt did find that the
transformativeness of Randall's work weighed inofaef finding her use fair, that
conclusion rested almost entirely ofWDGs critical, parodic attack on the
viewpoints expressed in Mitchell’s novel, and ore tfact that Randall “fully
employed those conscripted elements fr@WTWto make war against it”
Transformativeness, in the court’'s view, rested inothe fact that Randall had
transformed the underlying work (and likely proddce derivative work), but in
how she transformed the original and what kind of \ddive (a parodic critique)
she produced.

Leibovitz v. Paramount Pictures Corpffers a very similar example. The
defendant, as part of a movie ad campaign, hadculetisly recreated the
plaintiff's photograph of a nude, pregnant Demi Mmobut had substituted the

51. 268 F.3d 1257 (11th Cir. 2001).

52. Id. at 1259. The appeals court agreed with the distmirt's characterization that
“particularly in its first half, TWDG is largely ‘an encapsulation ofGWTW [that] exploit[s] its
copyrighted characters, story lines, and settirggtha palette for the new storyld. at 1267 (quoting
the district court opinion).

53. Id. at 1267. See alsad. at 1270 (“Approximately the last half 3WDGtells a completely
new story that, although involving characters baze@WTWcharacters, features plot elements found
nowhere within the covers G@WTW").

54. 1d.at 1269 (quoting Campbell v. Acuff-Rose Music,.)ri&l0 U.S. 569, 579 (1994)).

55. Id. at 1270-71. Judge Marcus'’s concurrence would heeighed the transformativeness of
the defendant’s work more decisively in favor af fase, again based largely on the critical natfre
the work. See idat 1280.
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mischievously smirking face of actor Leslie Niel$&n Again, the defendant’s
photograph seems likely to qualify as a derivatiwak, although the court never
discussed which right the new photo violated. Aagdain, in evaluating
transformativeness under the first fair use factbe court’s discussion focused
entirely on the critical and parodic nature of #ttk without any reference to the
defendant’s alterations of the original content eptcto the extent that those
alterations supported the view of the ad as a parodmmenf’ The court
concluded that the ad’'s transformativeness caubed fitst factor to weigh
“significantly” toward fair use, and the court'giatate conclusion was that the use
was fair.

In sum, in the nine instances in which appellatertsoconsidered a defendant’s
use that expressly or fairly clearly involved thegaration of a derivative work
based on the copyright owner’s original, no opinsoiggested that the fact that the
defendant’s work was a derivative made the defetglase transformative for fair
use analysis. Indeed, in five of the nine cadescourts found that the use was not
fair or that the defendant was not likely to préwai the merits of its fair use claim
(and in the three of these five cases in whichcthet expressed a conclusion as to
the first fair-use factor, the court in all threases found that the factor weighed
against fair use® In two cases, the court found a genuine issuéadf as to
whether the use was fair (expressing no view abedirst factor), and remanded
the case for further consideration, without sugggstthat the defendant’s
preparation of a derivative work was relevant te ttansformativeness analysfs.
Only in Suntrustand Leibovitz did the court find that the defendant’s derivative
work was a fair use and that the use was transtorepebut that conclusion was
based in both cases principally on the criticakode nature of the use, and not
merely on the defendant’s act of transforming coitieom the underlying original.

3. Likely or Possible Preparation of Derivative Waok

In twelve more cases, the defendant arguably hadagsd in some
transformation of the content of the plaintiff's skothat might constitute the
preparation of a derivative work, though it is ditfit to know for sure given the
uncertain scope and boundaries of the derivativikwight. But in each case the
court never indicated whether it viewed the defemdas having prepared a
derivative work or instead having violated someeotbxclusive right. In none of
these cases did the court suggest in its fair ismiskion that the defendant had
created a derivative work and that such creatios medevant to the question of
whether the defendant’s use was transformative.

56. 137 F.3d 109, 111-12 (2d Cir. 1998).

57. Seeidat114-15.

58. The court found the use not to be fairDn SeussMicro Star, Nihon, Greenberg and
Zomba and expressly found that the first factor weighgéinst a finding of fair use in the first three.

59. Tyreversed the district court's summary judgment tha use of the Beanie Babies photos
was not fair, andMulcahyreversed the district court’'s summary judgment tha plaintiff's use of a
third-party’s work in producing the copyrighted Wwdhat she alleged the defendant had infringedavas
fair use.
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In nine of these cases, the defendant had takgnesnkrpts from the plaintiff's
work and had incorporated those excerpts in thergisint's own, larger wof¥. In
five of these cases, the court found that the dizfietis use was, or was likely to be
fair. The uses included quotations from an unghigld novel included in an
unpublished scholarly article about the novel tas presented at an academic
conference, quotations from a group’s confidertt@hing manual used to support
the analysis in a report arguing that the groupdusend control techniques,
incorporation of a portion of a photographic fashimagazine ad in a collage
painting commenting on “the social and aestheticsequences of mass media,”
the use of screen shots of scenes from the pfsntileogame in the defendant’s
comparative advertisements for its emulator softwand the inclusion of “a
couple of seconds” from plaintiff's copyrightedrfilof a news event in a montage
used as the introduction for a television news @og' In discussing fair use
transformativeness, none of the cases mentionedhehdhe defendant had
produced a derivative work, and half of them gawediscussion of whether the
defendant had, in the court’s view, altered thet@anof the plaintiff’'s work in any
way that could be considered transformafie.

In five of these “incorporated excerpt” cases, tbeurt found that the
defendant’s use was not, or was not likely to be. faThese uses included
incorporating film, still photos, and music intdL&-hour video biography of Elvis
Presley; broadcasting 30 seconds of a 280-secbmafia breaking news event as
part of a local newscast with voice-over commentamgking and showing a TV
sitcom episode with plaintiff's copyrighted postes set decoration in the
background, at least partly visible in at leastensghots for a total of only 27
seconds; reproducing substantial excerpts fromladigavorks in compilations of
excerpts as student readers for use in universityses; and using a few seconds of

60. Although there are only nine of these cadesiet are five findings of fair use and five
findings of no fair use, because one case constderslifferent uses by the defendant and determines
that one is fair and one is noBeeL.A. News Serv. v. CBS Broad., Inc., 305 F.3d 92¢h Cir. 2002),
amended and superseded on other groundsAyNews Serv. v. CBS Broad., Inc., 313 F.3d 109
Cir. 2002).

61. Sundeman v. Seajay Soc'y, Inc., 142 F.3d 284 Cir. 1998); NXIVM Corp. v. Ross Inst.,
364 F.3d 471 (2d Cir. 2004); Blanch v. Koons, 463dR244, 248, 253 (2d Cir. 2006) (defendant Koons
“included in the painting only the legs and feenfrthe photograph, discarding the background of the
airplane cabin and the man’s lap on which the kegs. Koons inverted the orientation of the legs s
that they dangle vertically downward above the othements of [his painting] rather than slant ugva
at a 45-degree angle as they appear in the phptogrde added a heel to one of the feet and madifie
the photograph’s coloring.”); Sony Computer Entdrt. v. Bleem, 214 F.3d 1022 (9th Cir. 2000BS
Broad, 305 F.3d at 929 (CourtTV “incorporated the bribkewing footage into the introductory
montage for its show ‘Prime Time Justice,” whicledis stylized orange clock design superimposed
over a grainy, tinted, monochromatic video backgrtburhe background changed as the ‘hands’ of the
clock revolved; LANS's copyrighted video was in thackground for a couple of seconds, one 360°
sweep of the clock.”).

62. OnlyCBS Broadcastin@nd Blanch discuss how the defendants altered the contettieof
plaintiff's work, and the latter case, as discussé@ text accompanying not&8-96,seems to mention
the changes in content primarily to support therg®iconclusion that the defendanpsirposewas
transformative. All the cases, however, discuss tidrethe purpose of the defendant's use was
transformative, an issue considereftia Part II.
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plaintiff's copyrighted film of an important news/ent as part of television ads
promoting the defendant TV network’s coverage efttiial of two people involved
in that evenf® Again, in discussing fair use transformativeness)e of the cases
mentioned whether the defendant had produced aatiee work. Three of the
cases indicate that the defendant made some aitertd the content of the
plaintiff's work but that the alterations were migrémechanical” or added nothing
new, and therefore were not transformafiteThe same is true of one additional
case in which the defendant made one or two exxémtaling two minutes) from
the plaintiff's full-length feature films but didonb incorporate those excerpts in a
larger work, and instead simply used the excerpts preview for the film; the
court stated that the defendant’s previews did famtd significantly to [the
plaintiff's] original expression®

Two other cases involved uses, other than “incafear excerpts,” that might
qualify as derivative works, though the courts meaedressed that question
expressly in their opinions. The first caséis Davis v. The Gap, Incinvolving
the plaintiff's copyrighted “nonfunctional jewelwyorn over the eyes in the manner
of eyeglasses®® The defendant clothing store company produceddwertising
photograph of seven young people “standing in ad0é formation staring at the
camera with a sultry, pouty, provocative look,” vithe central figure wearing the
plaintif’'s eyewea®’ Incorporating a three-dimensional sculptural wankan
artistic two-dimensional photograph may constitutéerivative work based on the
sculptural work, although the court never statecetiver The Gap infringed the
plaintiff's section 106(2) right. In denying Thea@s fair use claim, the court also
did not mention the possibility that the use wasiderivative work, and found
“nothing transformative” about The Gap’s photograpbcause it showed the
plaintiff's eyewear “being worn as eye jewelry imetmanner it was made to be
worn.”®  The court made no mention of the new contenthef photograph in
which the eyewear appeared.

In the final caseMattel Inc. v. Walking Mountain Productionthe defendant

63. Elvis Presley Enters., Inc. v. Passport Vid49 F.3d 622 (9th Cir. 2003); L.A. News Serv.
v. KCAL-TV Channel 9, 108 F.3d 1119, 1120, 1122h(®ir. 1997); Ringgold v. Black Entm't
Television, Inc., 126 F.3d 70, 73 (2d Cir. 1997)inBeton Univ. Press v. Michigan Document Servs.,
Inc., 99 F.3d 1381 (6th Cir. 1996); L.A. News ServCBS Broad., Inc., 305 F.3d 924 (9th Cir. 2002),
amended and superseded on other groundsAyNews Serv. v. CBS Broad., Inc., 313 F.3d 10%B
Cir. 2002).

64. Princeton Univ. Pres99 F.3d at 1389CBS Broad.305 F.3d at 93KCAL-TV Channel 9
108 F.3d at 1122.

65. Video Pipeline, Inc. v. Buena Vista Home Eritrinic., 342 F.3d 191 (3d Cir. 2003%ee also
id. at 199 n.5 (“[l]t is not clear to us that the wée copy—not accompanied by any creative expoassi
on the part of the copier—as an advertisementieroriginal would qualify as a type of use intented
be recognized by the fair use doctrine.”).

Although the district court in the case had conetlidhat the defendant's previews violated the
copyright owner’s derivative work right, the coditl not reach the question of whether that conatusi
was correct, as other, uncontested violations@ttipyright were sufficient to sustain the judgmedt
at 197.

66. 246 F.3d 152, 156 (2d Cir. 2001).
67. Id.at157.
68. Id.at174.
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produced 78 photos of Barbie dolls “in various alisand often sexualized
positions.®® Many of the photos altered the content of theydghted Barbie doll,

as they involved only parts of the doll (such as theads in a fondue pot” in
“Fondue a la Barbie”) or “obscured or omitted [gaof the doll] depending on the
angle at which the photos were taken and whethmr abjects obstructed a view”
of the doll’® The opinion, however, never addressed the quesfiavhether the

photos constituted derivative works of Mattel's Idol The court though, did
conclude that the defendant's use was transformatand that this

transformativeness weighed heavily in favor of faée, and ultimately found that
the defendant’s use was fair.

The cases in which the defendant transformed theenbof the plaintiff's work
to some degree, and may have prepared a derivativie thus present a mixed
picture as to transformativeness: in about half dp&ions, the use was found
transformative, and in the other half it was ndthe courts’ discussions of the
transformativeness factor in all of these casesigh, make clear that the courts
did not consider whether the defendant had prepaativative work as important
to evaluating the transformativeness of the defetslaise in conducting the fair
use analysis.

4. Unlikely Preparation of Derivative Work

Finally, in thirteen cases, the defendant’'s usethaf plaintiff's work fairly
clearly did not involve the preparation of any slative work. Indeed, these cases
involved little to no alteration of the content thie plaintiff's work, but instead
involved basically verbatim copying, usually of thetire work. The uses included
photocopying of scientific journal articles, loaginomputer software into random-
access memory in order to engage in computer sgrvitaking videocassette
copies of news broadcasts for distribution to neaiwice subscribers, transmitting
live radio broadcasts over telephone lines, rejmgné religious tract in its entirety
for a breakaway sect's use, reprinting a publicugys modeling photos in
conjunction with a newspaper article on the corgrey over the nudity in the
photos, exchanging digital files of recorded musier a peer-to-peer network,
posting online a municipality’s building code (whievas identical to a privately
authored model code), photocopying an unpublishedbéographical manuscript
for submission as evidence in a child-custody dispproducing smaller-scale and
reduced-resolution “thumbnail” versions of imagepearing on Web sites for use
in operating an image search engine, and loadimgpater software on many more
computer hard drives than permitted under the terftise software licensé.

69. Mattel Inc. v. Walking Mountain Prods., 353d 792 (9th Cir. 2003).

70. Id.at 796, 804.

71. Am. Geophysical Union v. Texaco, Inc., 60 FA® (2d Cir. 1994); Triad Sys. Corp. v. Se.
Express Co., 64 F.3d 1330 (9th Cir. 1995); L.A. NeServ. v. Reuters Television Int'l, Ltd., 149 F.3d
987 (9th Cir. 1998); Infinity Broad. Corp. v. Kirlaed, 150 F.3d 104 (2d Cir. 1998); Worldwide Church
of God v. Phila. Church of God, Inc., 227 F.3d 112th Cir. 2000); Nufiez v. Caribbean Int'l News
Corp., 235 F.3d 18 (1st Cir. 2000); A&M Records;.la. Napster, Inc., 239 F.3d 1004 (9th Cir. 2001);
BMG Music v. Gonzalez, 430 F.3d 888 (7th Cir. 2Q0%¢eck v. S. Bldg. Code Cong. Int'l, 293 F.3d
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Not surprisingly, none of the opinions in theseesadiscusses the derivative
work right or any transformation by the defendahthe content of the plaintiff's
work, and in nine of the cases, the defendant’snaseruled not to be (or not likely
to be) fair’> Perhaps more surprisingly, though, in four casesrts found a
defendant’s use transformative even though thendef& had clearly not created a
derivative work, and had not significantly changédnsformed or altered the
content of the plaintiff's work in any way.

In NUfiez v. Caribbean International News Condlfiez, a photographer, took
photos of Joyce Giraud, Miss Puerto Rico Univer897] for her modeling
portfolio.”® “Giraud was naked or nearly naked in at least oh¢he photos,”
which generated a good deal of controversy overtindrethat was appropriafé.
Defendant’'s newspapéeEl Vocero published three of the photos to accompany
stories about the controversy, and Nufiez sued dpyright infringement. The
newspaper printed the photos in their entirety, altdough the court termed the
newspaper’s version “a relatively poor reproducti@nseems clear that the paper’s
reproduction of the photos did not constitute aivddive work of Nufiez's
copyrighted photo® Nonetheless, in affirming a finding of fair ugbe First
Circuit viewedEl Vocerds use as transformative.

In Bill Graham Archives v. Dorling Kindersley Ltdthe plaintiff sued the
defendant over the reproduction of seven concestep® among the over 2000
images included in a 480-page biography of the caligroup the Grateful Dead,
which consisted of a chronological timeline tracthg history of the grouff. The
posters were reproduced in their entirety, andoalgh they were reproduced at a
significantly reduced size (“less than 1/20 thee 9 the original”) and as part of
book pages that contained other images and testcliange in size and addition of
accompanying material would not generally be vievesdcreating a derivative
work.”” The Second Circuit nonetheless affirmed the idistourt’'s conclusion
that the defendant’s use was transformative.

Perhaps most famously in recent yearKefly v. Arriba Soft CorpandPerfect
10, Inc. v. Amazon.canthe Ninth Circuit held that producing thumbnadrsions
of copyrighted images that appear on Web sitegHerpurpose of operating an
image search engine is transformative for fair asalysis. Producing a smaller-
sized, reduced-resolution version of a copyrighitedge by using an automated

791 (5th Cir. 2002) (en banc) (not reaching the @aie issue)id. at 823-25 (Wiener, J., dissenting,
addressing fair use); Bond v. Blum, 317 F.3d 385 (@ir. 2003); Kelly v. Arriba Soft Corp., 336 F.3d
811 (9th Cir. 2003); Perfect 10, Inc. v. Amazon.¢cdme., 508 F.3d 1146 (9th Cir. 2007); Wall Data.In
v. L.A. County Sheriff's Dept., 447 F.3d 769 (9tir.Q006).

72. InVeeckthe majority found that the defendant had nairiged and so did not reach the fair
use claim; the dissenting opinion considered anfected the fair use claim and would have found
liability for infringement. InWorldwide Church of Godnd inTexacg a dissenting opinion in each case
would have found fair use.

73. 235 F.3d 18 (1st Cir. 2000).

74. 1d.at21.

75. 1d.at 24-25.

76. Bill Graham Archives v. Dorling Kindersley Lié48 F.3d 605 (2d Cir. 2006).

77. Seee.g, Ty, Inc. v. Publ'ns Int'l Ltd, 292 F.3d 512 (7th Cir. 2002).
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process is unlikely to constitute the preparatiba derivative work based upon the
image (as opposed to the reproduction of the imaged it certainly would not to
the extent that some minimal creativity must beolned in the alterations made to
an underlying work in order to produce a derivativerk.”® The Ninth Circuit
appears to have treated the search engine thurslasafimaking an exact copy” of
the copyrighted work, rather than as producing avdtve.”® Nonetheless, the
court viewed the creation of thumbnail versionsrassformative.

In all four of these cases, the court concluded tha defendant's use was
transformative (and, indeed, in each case the adtimately concluded that the
defendant’s use was fair), and seemed entirelyno@oed that the defendant’s use
in each case did not transform tbententof the plaintiff's work sufficiently to
create a derivative work (if it transformed the twom at all)*° As with the cases
discussed above in which the court found that thaous derivative works created
by the defendant were nonetheless not transformdtiv fair use analysis, these
decisions strongly suggest that the circuit coutteat the question of
transformativeness for fair use as separate aninhatisfrom the question of
transformation in the preparation of derivative ksor The concern expressed by
commentators that considering transformativenesgaiiruse might affect the scope
of the derivative work right appears so far noh&ve materialized.

. TRANSFORMATIVENESS: PURPOSE AND CONTENT

A. TwO TYPES OF TRANSFORMATIVENESS: TRANSFORMING A WORK’S
CONTENT AND USING A WORK FOR A TRANSFORMATIVE PURPOSE

The review of circuit court cases in Part | showattcourts do not weigh the
defendant’s preparation of a derivative work as esearily constituting
transformativeness in the fair use analysis. Iddde cases generally do not seem
to consider the defendant’s transformation of theeulying work’s content at all in
the transformativeness inquiry. This should bessadng to those who worry that
the CampbellCourt’s emphasis on transformativeness might teaudits to find fair
use too quickly in instances of ordinary derivatiwerks. (It may be less
comforting to those who might have looked@ampbells approach to rein in to
some degree what many view as an overly broad aterésworks right.) But it
also seems a bit puzzling, since a defendant’sthestecreates a derivative work
does generally involve some transformation of tmelenlying work’'s content,
which would seem to be at least relevant to anuatimin of the degree to which the
defendant’s use is transformative.

A close reading of the appellate court fair usenimpis that expressly address
transformativeness suggests why those courts, aluating fair use, generally

78. Kelly v. Arriba Soft Corp., 336 F.3d 811 (9ftr. 2003); Perfect 10, Inc. VAmazon.com,
Inc., 508 F.3d 1146 (9th Cir. 2007).

79. Perfect 10508 F.3d at 1165 (citinigelly, 336 F.3d at 818-19).

80. Bond v. Blumdiscussedhfra note 101 and text accompanying note 104, fitsdhtegory as
well, but that court never expressly discussedsfamativeness in its opinion.
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disregard whether the defendant has created aatiggvwork. In assessing
transformativeness, the courts generally emphasizeransformativeness of the
defendant’spurposein using the underlying work, rather than any sfamrmation
(or lack thereof) by the defendant of ttententof the underlying worR?!

Transformativeness obviously could involve the ekte which the content of
the plaintiff's copyrighted work has been transfednor alteredCampbellitself
involved a defendant’s use that had altered thiatifiés copyrighted original work
by changing much of both the lyrics and the musifc tlre song. But
transformativeness, at least as considered byahes; includes another aspect: the
use of a work for a completely different purposantithe purpose for which the
copyright owner produced or used the original works the Ninth Circuit has
stated, “even making an exact copy of a work magrdresformative so long as the
copy serves a different function than the originairk.”®> Again, theCampbell
case also appears to have involved this kind afistmmativeness, since the
defendants there were borrowing from the underly@rgison and Dees work for
the transformative purpose of parodic criticism,d anot merely for the
entertainment purpose of the origif3l.

B. How COURTS EVALUATE THE TWO TYPES OF TRANSFORMATIVENESS

Though transformativeness for fair use analysidccowolve both the purpose
for which the defendant is using the copyrightedknvand the alterations that the
defendant has made to that work’s content, thaiicioourt cases suggest that it is
the former, rather than the latter, that reallyterat Thirty four of the appellate
opinions, in 31 cases, expressly addressed tranafimeness as part of the first-
factor analysis. In all of those opinions, wher tourt found that the defendant
had a transformative purpose for her use, the cdound that the
transformativeness inquiry weighed in favor of fage, regardless of whether the
court viewed the defendant as having transformesl dhbtual content of the
plaintiff's work in any way. Indeed, in all of theases where transformativeness
was found based on the defendant’s transformativpgse, the opinion’s ultimate
conclusion was that the use was, or was likelyetcfair.

By contrast, in all of the opinions in which theucb determined that the
defendant did not have a transformative purposédoruse (or in which the court’s

81. Judge Leval's article, on whicBampbell drew in its discussion of transformativeness,
implicitly recognized both types of transformatiess, noting that the use “must employ the quoted
matter in a different manner or for a different gse from the original.” Pierre N. Levalpward a
Fair Use Standard103 HRv. L. REV. 1105, 1111 (1990).

82. Perfect 10 508 F.3d at 1165See e.g, Matthew D. Bunker,Transforming the News:
Copyright and Fair Use in News-Related Conte® J.COPYRIGHT SoC'Y U.S.A. 309, 325 (2005)
(discussing “concept of ‘transformative purposehieth seems to consist of a different functional oke
the original work than that intended by its creatather than some sort of reconfiguration of thekv
itself”).

83. | do not mean to suggest that these two tgpeasansformativeness are the only relevant
possibilities for fair use analysis, but they derseto capture most of the discussion in the casstaw
far.
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determination about transformative purpose was n@iog, the court decided that
transformativeness did not weigh in favor of fageuregardless of whether the
defendant did or did not alter the content of thenpiff's work within its four
corners. Again, in all of these cases, the opisiaritimate conclusion was that the
use was not, or was not likely to be, fair.

The following sections review these opinions in endetail, dividing them into
four categories, based on the basic possibilitieg arise in any particular case
given the two different types of possible transfativeness:

1. The defendant has transformed the content of ldatiff's copyrighted work
and is using it for a transformative purpose.

2. The defendant has transformed the content of lgetif's copyrighted work
but is not using it for a transformative purpose.

3. The defendant has not transformed the contenhefplaintiff's copyrighted
work but is using the copyrighted work for a trasfiative purpose.

4. The defendant has not transformed the contenhefpiaintiff's copyrighted
work and is not using the copyrighted work for a@ansformative
purposé?

C. “DoOUBLE OR NOTHING” TRANSFORMATIVENESS

In the first category, since the defendant has gedjain both types of
transformation, we would expect a court generallyind that the defendant’s use
is transformative and that the transformativenesgof weighs in favor of the
defendant’s fair use claim (though how stronglgiaes so may vary depending on
how transformative the defendant’s use i8lanch v. Koonsgs an example of this
situation. In that case, the defendant had in di#tered the copyrighted work by
copying only a portion of it, altering that portioand incorporating that altered
portion into a larger work of the defendant’s owrBut the Second Circuit’s
discussion of the transformativeness of the deferslause focused almost
exclusively on the transformatiymirposeof the use—using a fashion advertising
image “as fodder for ... commentary on the social aasthetic consequences of
mass media”—and only very secondarily on the adnaasformation of the work
itself, which involved “changes of its colors, thackground against which it is
portrayed, the medium, the size of the objectsupéct, [and] the objects’ detail&>
As expected, the court found that the use was foamstive and that this
transformativeness weighed in favor of fair use.|@dst seven other opinions
involved both types of transformation and led te tdetermination that the
transformativeness of the use weighed in favorisffse®®

84. In this analysis, | am excluding cases in Whids unclear what the defendant had done with
respect to the content or the purpose, or unclearthe court viewed what the defendant had done.

85. Blanch v. Koons, 467 F.3d 244, 252-53 (2d Z006).

86. In Leibovitz v. Paramount Pictures Coral37 F.3d 109 (2d Cir. 1998), the defendants



REESEFINAL V4 5/28/20088:00:39PM

2008] TRANSFORMATIVENESS AND THEDERIVATIVE WORK RIGHT 121

In the fourth situation, since the defendant has amgaged in either type of
transformation, we would similarly expect a couengrally to find that the
defendant’s use is not transformative and thatridwesformativeness factor, at the
least, does not weigh in favor of the defendardis fise clainf’ Infinity Broad.
Corp. v. Kirkwoodis an example of this situation. The defendantethaffered
subscription access by telephone line to live rdalimadcasts in remote markets,
which it marketed for use by advertisers, talemiuss, and others in “auditioning
on-air talent, verifying the broadcast of commds;iand listening to a station’s
programming format and feet® The defendant made no alteration to the
broadcasts themselves. And while the court ackmbydé that the defendant’s use
of the broadcasts for “information” purposes waffedent from the copyright
owner's use of them for “entertainment” purposes dhat “the difference in
purpose tends to support Kirkwood's fair use clairiie court nevertheless
concluded that Kirkwood'slifferentpurpose was notteansformativeone, because
it involved “neither new expression, new meaning new message” and instead
the defendant “merely repackages or republishesotfgnal.®® Thus, in the

produced a copy, in “meticulous detail,” of plaffit photograph of a pregnant Demi Moore but altere
the photograph to feature Leslie Nielsen’s faceardy altering the content of the work. 137 F.3d ht-

12. The court also viewed the defendant's phottiasng a transformative purpose of commenting
through parodic ridicule on the original. The coemhcluded that the use was transformative, and tha
its transformativeness weighed in favor of fair.use at 114-15. InMattel Inc. v. Walking Mountain
Productions 353 F.3d 792, 796, 802-03 (9th Cir. 2003), imirad 78 photos of Barbie dolls “in various
absurd and often sexualized positions,” the coounl that the photographer had a transformative
purpose of parodying and commenting on Barbie Bed'dssociations of beauty, wealth, and glamour”
that Mattel had cultivated for Barbie. The counirid that transformativeness weighed heavily in favo
of fair use. See alsdSuntrust Bank v. Houghton Mifflin Co., 268 F.3d572(11th Cir. 2001) (majority
and concurring opinions).

One opinion involved multiple uses, and found tfamsativeness for those uses that involved both
altered content and a transformative purpose. Neéws Serv. v. CBS Broad., Inc., 305 F.3d 924, 938-
42 (9th Cir. 2002) (use of seconds of video newaage in introductory montage for TV show),
amended and superseded on other groundsAyNews Serv. v. CBS Broad., Inc., 313 F.3d 109
Cir. 2002).

In two cases, the extent of alteration of conteptttie defendant was less, generally involving
excerpting portions of the work and including thgsetions as part of a larger new work that the
defendant created. In those cases as well, if dbnet found the use was for a transformative purpibse
weighed the transformativeness factor in favoraaf fise. INNXIVM Corp. v. Ross Inst364 F.3d 471
(2d Cir. 2004), the defendants created and puldistve reports that “analyze[d] and critique[d]” the
plaintiffs’ 265-page executive training seminar mah “The reports quote sections of the manual in
support of their analyses and criticisms,” 364 Fa&d475, thus transforming the content of the
copyrighted manual by selecting excerpts from @& ambedding those excerpts into a critical analysis
of the copyrighted work. The court found that tledethdants’ use of quotations “to support theicalt
analyses of the seminars is transformative,” appiréecause the defendants’ use was for the parpos
of criticism, comment, scholarship, or researchjcivhwas clearly a different purpose than that for
which the plaintiffs were using the manudd at 477. See alsdcSundeman v. Seajay Soc'y, Inc., 142
F.3d 194 (4th Cir. 1998) (quotations from an unjalitgdd novel included in an unpublished scholarly
article about the novel that was presented at adeanic conference).

87. See GOLDSTEIN, supra note 7, at 12:48 (noting “rule that the ‘ordinardr
‘nontransformative’ nature of copies should notgheigainstfair use”) (emphasis added).

88. Infinity Broad. Corp. v. Kirkwood, 965 F. Sufgb3, 555 (S.D.N.Y. 1997).

89. Infinity Broad. Corp. v. Kirkwood, 150 F.3d 4,0108 (2d Cir. 1998) (quoting district court
and Levalsupranote 81, at 1111).
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court’s view, Kirkwood had neither transformed tmntent of the works it used
nor used them for a purpose that qualified as toamstive. Not surprisingly, the
court found that Kirkwood’s use was not transfoinetand, in summing up the
first fair use factor, found that it leaned agaiaginding of fair use. At least eight
other opinions involved uses that the court vieagsdnvolving neither alteration of
the content of the plaintiff's work nor a transfative purpose. In all those
opinions (except for one dissenting opinion), theurt found that the
transformativeness inquiry weighed against a figdaf fair use and the court
ultimately found that the use was not, or was ikely to be, fair®

In cases in which the defendant has engaged intlgp#s of transformation or
in neither type, determining whether the defendantse is transformative in
evaluating the fair use claim seems likely to Batieely straightforward. After all,
it will for the most part be hard to find a usenstormative if it involves no
transformation of either content or purpose, anddhto find a use not
transformative if it involves transformation of hotMany questions may remain as
to how strongly the transformativeness, or lackeb& should weigh in favor or
against fair use, and as to the interaction ofcihat's view of transformativeness
with the other factors in reaching an ultimate dosion as to fair use. But these
types of cases will be the simplest in terms ofedeining whether the use is
transformative.

D. “EITHER -OR” TRANSFORMATION

The more interesting question is how courts dedh wategories 2 and 3, in
which the defendant has made only one type of fisamstion.

1. Transformative Purpose Without Transformed Conent

At least four decided cases offer examples of ttvatson described in category
3, in which the defendant appears to have usedpgrighted work without any
substantive alteration or transformation of itsteoh, but in which the defendant’s
use was viewed by the court as being for a transdtive purpose. These cases are
the four identified in Part I, in which the defent& did not prepare a derivative
work but the court nonetheless found that the uag thansformative for fair use
purposes. In each case, the court’'s conclusido transformativeness rested on its

90. Judge Brunetti's dissent Worldwide Church of God v. Philadelphia Church obds
disagrees with the majority on the ultimate ruliag to fair use, but does not clearly dispute the
characterization of the use as not transformatite notes that a use “need not be transformative to
qualify as fair use” and that any alteration of tbentent by the defendant “would defeat [the
defendant’s] religious purpose because it beli¢has[the plaintiff's work] is a divinely inspiretéxt.”

227 F.3d 1110, 1123 (9th Cir. 2000) (Brunetti,dlssenting); see alsoAm. Geophysical Union v.
Texaco, Inc., 60 F.3d 913 (2d Cir. 1994); Triad .Syerp. v. Se. Express Co., 64 F.3d 1330 (9th Cir.
1995); L.A. News Service v. Reuters Television ljnittd., 149 F.3d 987 (9th Cir. 1998)yorldwide
Church of God227 F.3d 1110 (9th Cir. 2000) (majority opinioA&M Records, Inc. v. Napster, Inc.,
239 F.3d 1004; Veeck v. S. Bldg. Code Cong. Ir#93 F.3d 791, 808 (5th Cir. 2002) (Wiener, J.,
dissenting); Wall Data Inc. v. L.A. County SherfDept., 447 F.3d 769 (9th Cir. 2006).
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view of the defendant’s transformative purpose,newe the absence of any
transformation of the content of the plaintiff's ko

In Nuofiez the First Circuit viewed the newspapBl Vocerds use of the
modeling photos of Miss Puerto Rico Universe agdi@amative:

[P]laintiff’'s photographs were originally intendéd appear in modeling portfolios,

not in the newspaper; the former use, not therlattetivated the creation of the
work. Thus, by using the photographs in conjumctidth editorial commentary, El

Vocero did not merely “supersede[] the objectshef ¢riginal creation[s],” but instead
used the works for “a further purpose,” giving theammew “meaning, or message.”
Campbel] 510 U.S. at 579, 114 S.Ct. 1164. It is thissfarmation of the works into

news—and not the mere newsworthiness of the wdrems$elves—that weighs in
favor of fair use under the first factor of § 197.

The court's transformativeness analysis focused the defendant's
transformative purpose While the photos were taken and distributed as
publicity attempt to highlight Giraud’s abilitiessaa potential model,” the
newspaper used them for a different purpose—infognits readers about the
controversy over whether Miss Puerto Rico Univelnsel engaged in conduct
unbecoming her positiolf. The court also discussed the fact that the nepespa
used the photos in conjunction with news articlesua the controversy over the
photos themselves, in order to report and explaenrtews story, indicating that
reproducing an entire copyrighted work unchanged,order to engage in
commentary, criticism, or news reporting about ttopyrighted work, can be
transformative for fair use purposes, even thowgth sise does not “transform” the
copyrighted work’s content.

In Bill Graham Archives which involved the reproduction of seven concert
posters among the over 2000 images included in Gapé48e biography of the
musical group the Grateful Dead, the posters weproduced in their entirety
(although at significantly reduced size). The $&cCircuit nonetheless concluded
that the use was transformative, explaining that

DK'’s purpose in using the copyrighted images atess its biography of the Grateful
Dead is plainly different from the original purpofa which they were created.
Originally, each of BGA's images fulfilled the duplrposes of artistic expression
and promotion [of live concerts] . . . In contrdSK used each of BGA's images as
historical artifacts to document and representatteal occurrence of Grateful Dead
concert events featured lustrated Trips timeline®®

The court observed that in some cases, DK's remtamu of a poster was
accompanied by commentary specifically relatinght® poster’s image (just as the
reproduction inNUfiezaccompanied editorial commentary on the controvex&y
the photos§* But the court rejected a view that specific comtagy or criticism
was necessary in order to render the use transfimenalt concluded that even

91. Nufez v. Caribbean Int'| News Corp., 235 F18¢23 (1st Cir. 2000).

92. Id.

93. Bill Graham Archives v. Dorling Kindersley Liedt48 F.3d 605, 609 (2d Cir. 2006).
94. Id. at 609-610 & n.3.
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where “the link between image and text is less @lwi. . . the images still serve as
historical artifacts graphically representing tlaetf of significant Grateful Dead
concert events” and that “both types of uses fulf’s transformative purpose of
enhancing the biographical informationlilustrated Trip, a purpose separate and
distinct from the original artistic and promotionalirpose for which the images
were created® The court concluded that the defendant’s use treaisformative
even when the copied images were “standing alomel anaccompanied by
commentary, and that “DK was not required to disctie artistic merits of the
images” in order for its use to be deemed transétiva®® Thus, the court
accepted that a defendant’s use can be transfewenfdr fair use analysis even
when it involves no alteration within the work’s ufo corners and is not
accompanied by direct commentary on or criticisnthef work, if the defendant’s
use is for a sufficiently different purpose thae thlaintiff's original use for the
work.

In Kelly v. Arriba Soft CorpandPerfect 10 v. Amazon.corthe Ninth Circuit
viewed the creation of thumbnail versions for useimage search engines as
transformative because the defendant's purposereating and displaying the
thumbnails was entirely “unrelated to any aesthgtigpose” for which the author
had created and used the im8geThe search engine’s use in each case “serves a
different function than [the copyright owner's] usémproving access to
information on the internet versus artistic expi@ss®® The search engine
companies “transform[ed] the image into a pointeealing a user to a source of
information,” which “provides an entirely new usar tthe original work?® The
court distinguished earlier cases finding that exaproductions had not been
transformative because “the resulting use of theyiighted work in those cases
was the same as the original use,” highlighting bey different purpose of the
defendant’s use in the search engine cHSes.

In all of these cases, the defendant essentiaiy tise plaintiff’s work without
substantive alteration within the four corners loé work itself, but because the
court viewed the use as for a transformative pwgpdbe court weighed the
transformativeness factor in favor of fair use (aittnately concluded that the use
was indeed fairf®! Thus, a defendant’s use for a sufficiently transfative

95. Id. at610.

96. Id.at611.

97. Kelly v. Arriba Soft Corp., 336 F.3d 811, 818th Cir. 2003); Perfect 10, Inc. v.
Amazon.com, Inc., 508 F.3d 1146 (9th Cir. 2007)

98. Kelly, 336 F.3d at 818-1%ee alsdPerfect 10508 F.3d at 1165.

99. Perfect 10508 F.3d at 1165.

100. Kelly, 336 F.3d at 819.

101. Two other opinions follow this pattern. Ose dissent. Am. Geophysical Union v. Texaco,
Inc., 60 F.3d 913, 935 (2d Cir. 1994) (Jacobs,dksenting) (concluding that use of verbatim
photocopies of articles in scientific journals fesearch purposes is transformative).

The other opinionBond v. Blum317 F.3d 385 (4th Cir. 2003), involves the use ekrbatim copy
for a different purpose, but the court never disedstransformativeness in its fair use analysi® Th
defendants introduced into evidence in a statel-chistody case the plaintiff's unpublished manyscri
Self-Portrait of a Patricide: How | Got Away withuvtler, in order to demonstrate that the plaintiff's
home was not suitable for children. The manusgupported to be a true story, told in “horrifictalié”
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purpose can support a determination of transfouma#iss, even when the
defendant has not altered any of the work’s content

It may seem surprising that courts sometimes fradsformative purpose, and
therefore transformativeness that favors fair esen when the defendant has made
no transformation of the content of the plaintifieork. The appellate cases
presenting this scenario, though, have so farmaiblved the defendant’'s use of
copyrighted still images—the modeling portfolio pb® in NUfiez the concert
posters inBill Graham Archivesand the various photos located on the Web in
Kelly and Perfect 10 Still images seem like perhaps the hardest tgpe
copyrighted work to use for many transformativegmses without using the entire
image unaltered and unexcerpted. It is difficalimany instances to use only part
of an image—to make an abridgement or excerpt -efaitd still convey the
message or meaning of the image in order to aéidi comment on it, place it in
historical context, or index it for ease of locatio At the least, it is often more
difficult than for other kinds of copyrighted work$-or example, ilNUfiez where
the newspaper printed three of the controversiatqidraphs of Miss Puerto Rico
Universe in their entirety, the court noted that thewspaper “admittedly copied
the entire picture; however, to copy any less tian would have made the picture
useless to the story®® Because the controversy revolved around whether t
pictures were inappropriate for the subject’s posjtit seems unlikely that the
reporting of views on that appropriateness couldehlaeen adequately illustrated
by using only cropped portions of the phots.0n the other hand, if Miss Puerto
Rico Universe had appeared nude in a video, it edikely have been easy to
report on the controversy, and the claims aboutviteo, by excerpting from it
only a single still frame, or perhaps a short clipimilarly, in the case of search
engines, it is easy to convey to the searcher songeibout each ordinary search
result by quoting just a few relevant words of txm the Web page for each
result included on a search results page (as meargts engines do). It is much
harder to show a similarly small portion of an iraa@s part of the results for an
image search and convey any similarly meaningfidrination about the image to

of how the plaintiff had, when he was 17, murdenedfather and “fooled” the authorities in order to
“get away scot-free” and collect money from hishéats estate. The defendants appear to have made
and introduced into evidence in the custody dispmtentire, unaltered copy of the manuscript, &ed t
plaintiff sued for copyright infringement. The ¢baoncluded that the defendants’ use was fair.il&Vh
it did not discuss the question of transformatiesnehe court stressed that the defendants weng usi
the copyrighted manuscript for an entirely diffearparpose than the plaintiff's purpose in writirang
seeking to publish) the manuscript—“for the evidemt value of its content insofar as it contains
admissions that Bond may have made against hisesttavhen he bragged about his conduct in
murdering his father, in taking advantage of theeile justice system, and in benefiting from his
father's estate.” 317 F.3d at 395. The use ofntla@uscript in the context of the custody dispste i
surely a use of an entirely different “purpose ahdracter” and arguably one that alters the meaming
the message of the work by placing it in a différeontext—one involving the light that the work’s
content sheds on the author’s fithess as a stepfath

102. Ndfiez v. Caribbean Int'l News Corp., 235 F18¢24 (1st Cir. 2000).

103. The photos apparently would have generanheavailable elsewhere to the public (unlike
a published book or movie), so that a reader cootchave gone out and bought her own copy in order
to evaluate the criticisms and defenses.
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which the result refers. And certainly a short tation or brief excerpt from a
magazine review of a Grateful Dead concert can egprsome sense of the entire
review more easily than a reproduction of only at md a concert poster could
convey a sense of the entire poster. In shoringlespicture may be worth 1,000
words, but reproducing just one-tenth of a singétupe typically conveys far less
of the original than does quoting 100 words ofG0Q;word composition.

Scenarios in which the use of entire textual wonkthout alteration seems
likely to be transformative have arisen, though endvas yet led to an appellate
court determination of transformativenegond v. Bluminvolved copying an
entire unpublished autobiographical “true crime” moér to introduce it into
evidence in a custody hearing on the fithess of atthor's household for the
children involved® The court found fair use but never discussed
transformativeness. And the recent district copihion concerning the plagiarism-
detection service Turnitin found that storing caepi entire student papers in a
database for comparison to other student-submitteck in order to identify
plagiarism was a transformative use because oftrdmesformative purpose for
which the defendant used the entire student W&rkBut for the most part, the
cases finding transformative purpose even in tleeate of any transformation of
the content of the copyrighted work, may largelylibsted to still images®®

2. Transforming Content Without Transformative Purpose

Finally, in at least 12 cases, a defendant altémredcontent of the copyrighted
work (or at least arguably had done so), but tHerdiant, at least in the court’s
view, was not (or arguably was not) using the cainter any transformative
purposer?’

Perhaps the most striking example is Bve Seuss Enterprises, L.P. v. Penguin
Bookscase, in which the defendants creaféd Cat NOT in the Habout the O.J.
Simpson murder trial, using characters and elemfeats the famous children’s
book!%® The defendants had clearly altered Dr. Seussginat content quite
substantially. But because the Ninth Circuit cadeld that the purpose of their use
was to produce a satire rather than a parody (odcancluded that only the latter,
not the former, constituted a transformative pue)oghe transformativeness
inquiry weighed against fair use.

104. 317 F.3d 385 (4th Cir. 20033ee supraote 101.

105. A.V.v.iParadigms, LLC, __ F. Supp. 2d _002 WL 728389 (E.D. Va. Mar. 11, 2008).

106. This would not be entirely unusual in coplytitaw. Much of the jurisprudence concerning
the standard of originality required in order foderivative work to qualify for copyright protectidhas
emerged in cases involving derivative works of &lsart (etchings, paintings, sculptural reprodutio
etc.), and it is possible to see the heighteneddstal of originality that seems to emerge from ¢hos
cases not as a general standard for all derivatim&s (such as translations, motion picture version
sound recordings, etc.), but as a standard thatapity governs derivative works of visual arBee
GOLDSTEIN, supranote 7, at 2:220 to 2:222.

107. This section includes cases in which the tcooncluded that there was no transformative
purpose, even if that conclusion seems clearlyrmecton the facts as presented by the court.

108. 109 F.3d 1394 (9th Cir. 1998ee supraote 27.
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Another example i€astle Rock Entertainment v. Carol Publishing Grourmp
which the defendant producddhe Seinfeld Aptitude Testvia quiz book, which
required extracting information about characterd aments from the television
show to use in creating trivia questidfid. In evaluating transformativeness, the
court concluded not only that “a secondary workdneet necessarily transform the
original work’s expression to have a transformatpuigpose”™—that is, that the
defendant need not alter the plaintiff's contenbiider for the defendant’s use to be
transformative—but also that such transformatiora afork’s expression was not
what mattered for fair use analysis. Instead, vthatcourt was looking for in
evaluating transformativeness was whether the dafgn used the work—
apparently in either altered or unaltered form—atifferent purpose:

Any transformative purpose possessedbg SATis slight to non-existent. We reject
the argument thaThe SATwas created to educa8zinfeldviewers or to criticize,
“expose,” or otherwise comment upSeinfeld The SA™B purpose . . . is to repackage
Seinfeldto entertairSeinfeldviewers. . . . [W]e find scant reason to concltit this
trivia quiz book seeks to educate, criticize, pgrasbmment, report upon, or research
Seinfeld or otherwise serve a transformative purpose.

The court concluded that the defendant’s book “trassformedSeinfelds
expression into trivia quiz book form with littlé,any, transformative purposé™*
The court appears to have concluded that for feér analysis, a defendant’s work
will be “transformative”only if the defendant'urposeis a transformative one,
regardless of whether the defendant has in fagsfoamed any of the expression in
the copyrighted work.

In these and the other ten cases where the caurtifoo transformative purpose
even though the defendant had altered the confeheglaintiff’'s work, the court
determined that the use was not transformativéaiotuse purposes, and, indeed, in
each case the court determined that the use wasmaas not likely to be, faf:?

The analysis and outcomes in the cases involvingy ame type of
transformation (either of content or purpose) sgtgehat in the fair use analysis,
the far more important type is transformation & ghurpose for which the work is
used, rather than transformation of the work's eott If the defendant has a

109. 150 F.3d 132 (2d Cir. 1998).

110. Id.at 142-43.

111  I|d.at 143.

112 SeePrinceton Univ. Press v. Michigan Document Sefve.,, 99 F.3d 1381 (6th Cir. 1996);
Ringgold v. Black Entm't Television, Inc., 126 F.3a, 73 (2d Cir. 1997); Micro Star v. FormGen, |nc.
154 F.3d 1107 (9th Cir. 1998); L.A. News Serv. \CAL-TV Channel 9, 108 F.3d 1119, 1120, 1122
(9th Cir. 1997); On Davis v. The Gap, Inc., 246d~152 (2d Cir. 2001); L.A. News Serv. v. CBS
Broad., Inc., 305 F.3d 924 (9th Cir. 2002) (usdilaf footage in ads for reporting on triaBmended
and superseded on other groundslbj. News Serv. v. CBS Broad., Inc., 313 F.3d 1@9t Cir.
2002); Video Pipeline, Inc. v. Buena Vista Homergmt 342 F.3d 191 (3d Cir. 2003); Zomba Enters.,
Inc. v. Panorama Records, Inc., 491 F.3d 574 (6th ZD07). In at least two cases, the court's
discussion of the first factor leaves it unclearetiier the court views the defendant’s purpose as
transformative, and in those cases the court gilypifaund that the transformativeness inquiry weigh
against fair use. Greenberg v. Nat'| Geographic'\6®44 F.3d 1267 (11th Cir. 2001); Nihon Keizai
Shimbun, Inc. v. Comline Business Data, 166 F.3¢285Cir. 1999).
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transformative purpose, the court has generallydowransformativeness, even if
she has not altered the work’s content in any wehjle if the defendant has no
transformative purpose, the court has generallydono transformativeness, even
if she has transformed the content of the workisieffitly to create a derivative
work.

Ill. CONCLUSION

This review of the appellate cases decided si@ampbellshould provide a
better understanding of how appellate courts amproghe question of
transformativeness in fair use. First, those couwtsarly do not view the
preparation of a derivative work as necessarilyndfarmative, such that the
preparation of a derivative work is necessarily endeely (given the favored status
of transformative uses) to constitute fair use sT8tiould comfort those who have
worried thatCampbells emphasis on transformativeness would inapprtayia
interfere with copyright owners’ right to contraldinary derivative works. Second,
appellate courts also clearly do not view the prafi@en of a derivative work—or
any transformation or alteration of a work’s cortteas necessary to a finding that
a defendant’s use is transformative. Instead,tsdocus on whether the purpose
of the defendant’s use is transformative. This rofigr some reassurance to those
who have worried thatCampbells emphasis on transformativeness would
inappropriately limit fair uses only to those timatolved derivative uses, excluding
those that involved unaltered reproductions of gydghted work!'3

This descriptive review leaves unanswered many atve questions about the
nature and role of transformativeness in fair usaysis. Clarifying that the core
of the transformativeness inquiry, at least asemnily deployed by the appellate
courts, concerns the purpose of the defendant’'smasehelp to focus courts and
commentators on more relevant normative questidbshe broadest level, the
courts’ practice raises the question of whethetuating a defendant’s purpose for
transformativeness is the most appropriate apprtatie “purpose and character”
factor, or to implementing th€ampbellCourt’s understanding of transformative
uses.

Even accepting the focus on purpose leaves manye rapecific questions
unanswered. For example, the transformativenessirings framed here seems
inescapably comparative: the court must have aesehthe plaintiff's purpose in
order to determine whether the defendant is udiegwork for a transformative
purpose. How should a court identify the purpasehich the defendant’s use is
to be compared? Is this the purpose that the awtimally had in mind when
creating the work, or is it the purpose that a@aable author creating this type of
work would have had in mind? (Courts have so &d attention to such questions
primarily in the related context of determining wher a defendant’'s use had a
parodic purposet3* How should courts deal with an author who hasutitude of

113. Seee.g, Rebecca TushneGopy This Essay: How Fair Use Doctrine Harms Frgeeeh
and How Copying Serves It14 YALE L.J. 535 (2004); Lapesupranote 4, at 722.
114  SeeCampbell v. Acuff-Rose Music, Inc., 510 U.S. 5682 (1994) (identifying question as
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intended uses for her work? Furthermore, if alh@ytsometime after creating her
work, decides to put it to a different purpose, hiswhat relevant to the question of
transformativeness? What if she decides to putvoek to that purpose only after
the defendant has already done so? And if theoauthnsfers copyright in the
work to someone else, are the transferee’s purpdsdifferent from the author’s,
relevant? Questions might also arise as to hoprdperly identify the defendant’s
purpose, particularly when that defendant mightehanultiple purposes, or where
the use might satisfy multiple purposes, asGaepbellCourt itself recognized in
acknowledging that “a work may contain both parodind nonparodic
elements ¥1°

In addition to thinking about how to identify théamtiffs and defendant’'s
purposes, more attention might also usefully bel gaithe question of how to
determine which of a defendant’s purposes mightiaasformative.” The Second
Circuit has said that a defendant’s use may notrdresformative even when the
defendant uses the copyrighted work for a diffemmpose than that for which the
plaintiff uses it'*® That suggests that not all “different” purposesll viie
“transformative” ones, but courts have offeredditexpress guidance on how to
decide when a defendant’s different purpose isfamative.

Finally, understanding the purpose-based focus h&f transformativeness
inquiry may also highlight questions about therattion between that inquiry and
the analysis, under the fourth fair use factorthef effect of a defendant’s use on
the “potential market” for the copyrighted wd¥.If the defendant’s use is for a
transformative purpose, the use may reach a ménketthe copyright owner has
not yet entered but that could be a relevant “paemarket” under the fourth
factor. And just as courts have recognized in terth factor that it would be
circular to identify market harm merely from thetféhat the particular defendant
being sued did not pay the copyright owner forpheicular use she made, courts
may need to find ways to avoid a similar circubaiit judging transformativeness.
Courts should probably not conclude that a defetslarse is not transformative
simply because the copyright owner herself mighdaahe point use (or intend to
use) the work for the same purpose, but shouldgirgbalso not conclude that a
defendant’s use must be transformative if the dgbyrowner has not yet exploited
her work for the same purpose.

“whether a parodic character may reasonably beepad’); Mattel Inc. v. Walking Mountain
Productions, 353 F.3d 792, 801 (9th Cir. 2003)egtnfng survey evidence in determining whether work
has parodic character).

115 Campbell510 U.S. at 581.

116. Infinity Broad. Corp. v. Kirkwood, 150 F.304, 108 (2d Cir. 1998).

117. 17 U.S.C. § 107 (2000).



